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DETAILED ACTION 
Notice to Applicant 

[1] This communication is in response to the patent application filed 30 October 2003. It is 
noted that this application is a Continuation in Part (CIP) of application 10/135,191 filed 29 
April 2002. The IDS statement filed 2 April 2004 has been entered and considered. 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



[2] Claims 1-33 are rejected under 35 U.S.C. 102(e) as being anticipated by Freedman et al. 
(United States Patent Application Publication #2002/0002475). 
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As per claim 1, Freedman et al. teaches a system for creating, monitoring, administering and 
adjudicating insurance contracts, comprising: a front-end subsystem in communication with at 
least one of a client (Freedman et al.; paragraphs [0027] [0097] [0103]), an insurance vendor and 
an insurance partner (Freedman et al.; paragraphs [0027] [0097] [0103]); a database subsystem 
accessing a plurality of stored databases (Freedman et al.; paragraph [0113]); and a back-end 
subsystem in communication with a plurality of subsystems to source information, monitor the 
creation, and administration of an insurance contract (Freedman et al.; paragraphs [0068] [0072] 
[0103] [0113]). 

As per claim 2, Freedman et al. teaches a system wherein the front-end subsystem communicates 
via a network and is further operative with a set of executable instructions to collect contract 
information from and deliver contract information to a plurality of at least one of clients, vendors 
and partners (Freedman et al.; paragraphs [0097] [01 11]). 

As per claim 3, Freedman et al. teaches a system wherein the front-end subsystem comprises at 
least one of a set of executable instructions for quoting a plurality of terms of the contract, an 
enrollment process, a billing process and contract maintenance (Freedman et al.; paragraphs 
[0097] [0109] [01 11] [0118]). 

As per claim 4, Freedman et al. teaches a system wherein the back-end subsystem is in 
communication with a network and accesses the plurality of databases (Freedman et al.; 
paragraphs [0011] [0113]). 
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As per claim 5, Freedman et al. teaches a system wherein the back-end subsystem comprises a 
system application having a quoting subsystem, an enrollment subsystem, a billing subsystem, 
and a customer resource management subsystem (Freedman et al.; paragraphs [0067] [0072] 
[0103] [0113]), and communicates with the front-end subsystem which in turn conmiunicates 
with the client and the insurance vendor to communicate the creation, execution and 
management of the insurance contract (Freedman et al.; paragraphs [0068] [0072] [0103] [01 1 1]- 
[0115]). 



As per claim 6, Freedman et al. teaches a system wherein the back-end subsystem further 
comprises at least one of an underwriting and eligibility subsystem, a reporting subsystem, an 
archiving subsystem, an electronic data interchange subsystem, a carrier management subsystem, 
a knowledge base subsystem, an event triggering subsystem, a document management subsystem 
and an auditing subsystem (Freedman et al.; Abstract and paragraphs [0109]-[01 14]). 

As per claim 7, Freedman et al. teaches a system wherein the front-end subsystem and back-end 
subsystem access information through a graphical user interface (Freedman et al.; paragraphs 
[0097] [0111]). 



As per claim 8, Freedman et al. teaches in a data processing system, a method of implementing 
insurance contracts between a client and an insurance provider comprising the steps of: receiving 
a plurality of inputs for a quoting subsystem from the client (Freedman et al.; paragraphs [0068] 
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[0097] [0103]); processing the plurality of inputs and generating a quote in response to the 
plurality of inputs (Freedman et al.; paragraphs [0097] [0109] [01 1 1]); transmitting the quote to 
the cHent (Freedman et aL; paragraphs [0097] [0109] [01 1 1]); enrolling the client and executing 
the insurance contract in response to receiving an approval with respect to the quote (Freedman 
et al.; paragraphs [01 1 1]-[01 14]); processing claims in response to receiving a claim from the 
client (Freedman et al.; Abstract); generating invoices that correspond to the insurance contract 
using a billing subsystem (Freedman et al.; paragraphs [0022] [0067]); and monitoring and 
managing the quoting subsystem process, a customer service process and the billing subsystem 
(Freedman et al.; paragraphs [0067] [0097] [0109] [01 18]). 

As per claim 9, Freedman et al. teaches a method further comprising creating and storing in a 
database a plurality of contract templates having terms and conditions of the contract (Freedman 
et al.; paragraph [01 1 1]) 

As per claim 10, Freedman et al. teaches a method further comprising reviewing eligibility and 
underwriting requirements upon receiving the plurality of inputs from the client (Freedman et al.; 
paragraphs [0111]-[0115]). 

As per claim 11, Freedman et al. teaches a computer program product for implementing an 
insurance contract between a client and a provider, the computer program product (Freedman et 
al.; paragraphs [0022] [0028] [0159]) comprising: a computer usable medium having computer 
readable code therein, including program code which: receives a plurality of inputs from at least 
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one of the client and the provider (Freedman et al.; paragraphs [0068] [0097] [0103]); processes 
the plurality of inputs (freedman et al.; paragraphs [0097] [0109] [01 1 1]); generates a quote for 
the insurance contract for the client (Freedman et al.; paragraphs [0022] [0067]); enrolls the 
client and executes the insurance contract (Freedman et al.; paragraphs [01 1 1]-[01 14]); processes 
claims from the client (Freedman et al.; Abstract); generates corresponding invoices (Freedman 
et al.; paragraphs [0022] [0067]); and tracks and manages the plurality of inputs (Freedman et 
al.; paragraphs [0067] [0097] [01 09] [01 1 8]). 

As per claim 12, Freedman et al. teaches a computer program product further comprising a set of 
executable instructions which creates a contract form containing terms and conditions of the 
contract (Freedman et al.; paragraphs [01 1 1]-[01 15]). 

As per claim 13, Freedman et al. teaches a computer program product further comprising a set of 
executable instructions to track commission and premium payments (Freedman et al.; paragraph 
[0103]). 

As per claim 14, Freedman et al. teaches in a computer network formed of a communication 
channel and a plurality of digital data processors coupled to the communication channel for 
communication thereon and a computer apparatus for implementing insurance contracts between 
a client and an insurance vendor, comprising: a front-end data processor to communicate with at 
least one of the client, the insurance vendor and an insurance partner, the client, the insurance 
vendor and the insurance partner communicating through a digital data processor (Freedman et 
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al.; paragraphs [0027] [0097] [0103]); a database data processor to access a plurality of stored 
databases (Freedman et al.; paragraph [0113]); and a back-end data processor connected to a 
plurality of subsystems on a plurality of digital data processors to create a rate comparison quote, 
enroll the client, process and adjudicate claims, generate invoices and track client interactions 
(Freedman et al.; paragraphs [0011] [0068] [0072] [0103] [0113]). 

As per claim 15, Freedman et al. teaches a computer apparatus wherein the front-end data 
processor communicates via a network and is further operative with a set of executable 
instructions to collect contract information from the client and the insurance vendor to 
subsequently deliver contract information to parties (Freedman et al.; paragraphs [01 1 1]-[0115]). 

As per claim 16, Freedman et al. teaches a computer apparatus wherein the front-end data 
processor further comprises a set of executable instructions for collecting a plurality of client 
inputs, providing form maintenance, vendor negotiations and contract maintenance (Freedman et 
al.; paragraphs [0079] [0089] [0103]). 

As per claim 17, Freedman et al. teaches a computer apparatus wherein the back-end data 
processor is connected to a network and accesses the databases (Freedman et al.; paragraphs 
[0011] [0113]). 



As per claim 18, Freedman et al. teaches a computer apparatus wherein the back-end processor 
comprises a quoting subsystem, an enrollment subsystem, a billing subsystem and a contact 
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resource management subsystem (Freedman et al.; paragraphs [0097] [0109] [01 1 1] [0118]). 

As per claim 19, Freedman et al. teaches a computer apparatus wherein the back-end processor 
comprises at least one of an underwriting and eligibility subsystem, a reporting subsystem, an 
archiving subsystem, an electronic data interchange subsystem, a carrier management subsystem, 
a knowledge base subsystem, an event triggering subsystem, a document management subsystem 
and an auditing subsystem (Freedman et al.; Abstract and paragraphs [0109]-[01 14]). 

As per claim 20, Freedman et al. teaches in a data processing system, a web-based method of 
implementing an-insurance contract between a client and an insurance carrier comprising: 
creating a new contract form which includes at least one provision of the insurance contract 
(Freedman et al; paragraphs [01 1 1]-[01 15]); delivering the contract template to the client 
(Freedman et al.; paragraphs [01 1 1]-[01 15]); the client selecting the provisions of the contract 
and providing the preferences (Freedman et al.; paragraphs [01 1 1]-[01 15]); processing the 
preferences against eligibility and underwriting requirements (Freedman et al.; paragraphs 
[01 1 1]-[01 15]); enrolling the client in response to the processing of preferences (Freedman et al.; 
paragraphs [01 1 1]-[01 15]); processing any claims submitted by the client (Freedman et al.; 
Abstract); generating invoices that correspond to the insurance contract (Freedman et al.; 
paragraphs [0067] [0164]); and monitoring any client contact and information communicated 
during the creating and implementing of the insurance contract (Freedman et al.; paragraphs 
[0067] [0097] [0109] [0118]). 
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As per claim 21, Freedman et al. teaches a method ftirther comprising processing the insurance 
contract using an event triggering subsystem (Freedman et al.; paragraphs [01 1 1]-[01 15]). 

As per claim 22, Freedman et al. teaches a method wherein creating a new contract form 
comprises copying existing contract forms to create a new contract form (Freedman et al.; 
paragraphs [0111]-[0115]). 

As per claim 23, Freedman et al. teaches a method wherein creating a new contract form 
comprises reading in a contract form created in an extemal environment (Freedman et al.; 
paragraphs [0111H0115]). 

As per claim 24, Freedman et al. teaches a method wherein selecting the provisions of the 
contract comprises creating fields which indicate the selection of a particular insurance product 
(Freedman et al.; paragraphs [0027] [0097]). 

As per claim 25, Freedman et al. teaches a method wherein selecting the provisions of the 
contract comprises copying existing preference fields from existing contract templates 
(Freedman et al.; paragraphs [0098] [0099] [01 1 1]-[01 15]). 

As per claim 26, Freedman et al. teaches a method wherein selecting the provisions of the 
contract comprises reading in preference fields created in an extemal environment (Freedman et 
al.; paragraphs [0098] [0099] [01 1 1]-[01 15]). 
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As per claim 27, Freedman et al. teaches a method wherein the external environment comprises a 
vendor website, a third party website, a vendor database and a third party database (Freedman et 
al.; paragraphs [01 13] [0125] [0126] [0130]). 

As per claim 28, Freedman et al. teaches a method further comprising creating a plurality of 
versions of the same contract template with differing selections (Freedman et al.; paragraphs 
[0111]-[0115]). 

As per claim 29, Freedman et al. teaches a method wherein said contract template is in the form 
of a computer database record structure, wherein each field of the record structure denotes one of 
an input data term of the contract and a key that points to the data term (Freedman et al.; 
paragraph [0111]). 

As per claim 30, Freedman et al. teaches method further comprising tracking premium and 
commission payments (Freedman et al.; paragraph [0103]). 

As per claim 31, Freedman et al. teaches a computer-readable data transmission medium 
between a plurality of computers having a data structure comprising: a first subset of data for 
processing at a first computer, the first subset of data including terms and conditions for an 
insurance contract (Freedman et al.; paragraphs [01 1 1]-[01 15]); and a second subset of data for 
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processing at a second computer, the second subset of data including a template having the terms 
and conditions of the contract (Freedman et al.; paragraphs [01 1 1]-[01 15]), the temis and 
conditions being modifiable at the second computer to accommodate a user preference 
(Freedman et al.; paragraphs [01 1 1]-[011 5]). 

As per claim 32, Freedman et al. teaches a computer-readable data transmission medium 
between a plurality of computers having a data structure comprising: a first subset of data for 
processing at a first computer, the first subset of data including information regarding 
processing, monitoring and detection of a contract (Freedman et al.; paragraphs [0097] [0100] 
[0109]); and a second subset of data for processing at a second computer, the second subset of 
data including notification information (Freedman et al.; paragraphs [0100] [0141]-[0143]). 

As per claim 33, Freedman et al, teaches an automated method for processing an insurance claim 
comprising: providing a front-end subsystem in communication v^th at least one of a client, an 
insurance vendor and an insurance partner (Freedman et al.; paragraphs [0027] [0097] [0103]), a 
database subsystem accessing a plurality of stored databases (Freedman et al.; paragraphs [001 1] 
[01 13]) and a back-end subsystem in communication with a plurality of subsystems to source 
information, monitor the creation, and administration of an insurance contract (Freedman et al.; 
paragraphs [0068] [0072] [0103] [01 13]); receiving a claim from a client using the front-end 
subsystem (Freedman et al.; paragraph [0126]); validating the eligibility of the claim by 
accessing the information in the plurality of databases (Freedman et al.; paragraphs [0125] 
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[0126] [0130]); adjudicating the claim (Freedman et al.; paragraphs [0125] [0126] [0130]); and 
sending authorization signals to a data processor in order to dispense the funds associated with 
the claim (Freedman et al.; paragraphs [0118] [0130] [0134]). 

Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
VogeU All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F,2d 528, 163 
USPQ 644 (CCPA 1969). 



A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
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with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiilly comply with 37 CFR 
3.73(b). 

[3] Claims 1 -32 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-32 of copending Application No. 
10/135,191. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because claims 1-32 of Application #10/697,719 are overlapping in scope claims 
1 -32 of Application #10/135,191. 



This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Conclusion 

[4] The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosxire. 

Pescitelli et al., INTERACTIVE SELF-SERVICE VENDING SYSTEM, United States Patent 
#5,845,256 

Ogawa et al., TECHNIQUE FOR GENERATING INSURANCE PREMIUM QUOTES BY 
MULTIPLE VENDORS IN RESPONSE TO A SINGLE USER REQUEST, United States Patent 
Application Publication #200 1 /0023404 

Bauer et al., METHOD AND APPARATUS FOR INTERNET ON-LINE INSURANCE 
POLICY SERVICE, United States Patent Application Publication #2002/01 16228 

Hele et al., SELLING INSURANCE OVER A NETWORKED SYSTEM, United States Patent 
Application Publication #2002/01 16231 

Labelle et al., SYSTEM AND METHOD OF DISPENSING INSURANCE THROUGH A 
COMPUTER NETWORK, United States Patent Application Publication #2002/0120476 
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Nauert et al., ON-LINES METHOD OF LINKING AGENTS AND CUSTOMERS, United 
States Patent Application Publication #2003/0200122. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert D. Rines whose telephone number is 571-272-5585. The 
examiner can normally be reached on 8:30am - 5:00pm Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





C. LUKE GIttlGAfV 
I^^TENT EXAMINER 



